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Alexandria. VA 22313-1450 
Sir: 

This is in response to the Office Action mailed August 20, 2003. 

The rejection of claims 1-7 under 35 U.S.C. 103 as being unpatentable 
over U.S. Patent 5,938,866 (Andersson et al.) in view of U.S. Patent 5,104,425 
(Rao et al.) is respectfully traversed. 

Applicants* claimed invention requires feeding a heat treated component 
containing a treating gas into a quenching chamber and feeding a quenching gas 
into the quenching chamber to contact the treated component and mix with the , 
treating gas . See independent claim 1(b) and (c). In the quenching operation, 
Applicants intentionally mix the quenching gas with the treating gas. 

This is opposite to the teachings of the primary reference Andersson et a!, 
Andersson et al. intentionally minimize the level of contamination of the treating 
gas, e.g., nitrogen, in the cooling process so as to minimize the size of the 
purification columns. See column 5, lines 5-15. In contrast to Applicants' 
claimed invention, Andersson et al. considers the treating gas as a contaminant 
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and attempts to minimize it. Also, in the discharge from the treatment chamber, 
Andersson ei al. intentionally prevent mixing of the treating gas and quenching 
gas. See column 2, lines 8-20. 

The secondary reference, Rao et al., adds nothing to make up for the 
deficiencies of Andersson et al. as a primary reference. Rao et al. disclose 
composite semipermeable membranes for the separation of multicomponent gas 
mixtures. Nowhere does Rao et al. disclose or suggest feeding a heat treated 
component containing a treating gas into a quenching chamber and feeding a 
quenching gas into the quenching chamber to contact the treated component and 
mix with the treating gas as required by Applicants' claimed invention. 

In comparison to the process disclosed by the primary reference Andersson 
et al., Applicants* claimed invention operates at significantly reduced costs. For 
many metals, the transformation to raanensite must occur in less than a minute. 
Therefore, once the hardened metal starts to cool, the transformation must occur 
quickly. In the Andersson et al. process, one would expect most metal to require a 
source of hot helium in a heated chamber to separate the furnace gas before the 
stan of the quenching operation. A heated chamber and heating helium can add 
significant cost to the process. Separation of the furnace gas from a quenching 
gas adds time to the quench cycle. Applicants' claimed invention does not require 
a heated chamber or heated quenching gas or added time for quench/furnace gas 
separation. 

Applicants submit that alleged obviousness of the instantly claimed 
invention must be predicated on something more than it would have been obvious 
to try feeding a heat treated component containing a treating gas into a quenching 
chamber and feeding a quenching gas into the quenching chamber to contact the 
treated component and mix with the treating gas to arrive at Applicants* claimed 
process or the possibility that such particularly defined quenching conditions 
would have been considered in the future, having been neglected in the past. See 
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Ex pane Areabrighr et al. 161 USPQ 703, It is submitted that "obvious to try" is 
not a valid test of patentability, and patentability determinations based on that as a 
test are contrary to statute. See In re Mercier 515 F2d 1 16l> 185 USPQ 774; In re 
Amonie 559 F2d 618, 195 USPQ 6; fti re Goodwin et al. 576 F2d 375, 198 USPQ 
1; and In re Tomlinson et al. 363 F2d 928, 150 USPQ 623. 

Clearly, it is only by hindsight that the Examiner could impute to the 
method of Andersson et al. the feeding of a heat treated component containing a 
treating gas into a quenching chamber and feeding a quenching gas into the 
quenching chamber to contact the treated component and mix with the treating gas 
to arrive at the instandy claimed proce&s, and such hindsight obviousness after the 
invention has been made is not the proper test. See In re Carroll 601 F2d 1 184» 
202 USPQ 571. 

It is respectfully submitted that the rejection of record is improper and that 
the application is in condition for allowance. Accordingly, reconsideration and 
allowance of all claims are courteously solicited. 

A response to the Office Action mailed August 20, 2003 was due 
November 20, 2003. Accordingly, submitted herewith is a petition for an 
extension of rime for three (3) months. Please charge fees/surcharge which may 
be required by this paper, or credit any overpayment, to Deposit Account No. 16- 
2440. 
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Respectfully submitted, 




Gerald L>Coon 
Reg. No. 29910 
Attorney for Assignee 
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Danbury, Connecticut 06810-5113 
(203) 837-2292 
February 6, 2004 
Attorney Ref: D-20867 



-4. 

PAGE 616* RCVD AT 21912004 240:32 PM [Eastern Standard Time] 1 SVR:USPT0>EFXIff-1l3 t DNIS:87293D6 1 CSID:+2033372515 * DURATION (mm-ss):01-54 



